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PETITION UNDER 37 C.F.R. § 1.378(b) 
FOR ACCEPTANCE OF DELAYED PAYMENT OF MAINTENANCE FEE IN 
EXPIRED PATENT TO REINSTATE PATENT 



Petitioner hereby respectfully requests reinstatement of U.S. Patent No. 5,788,178 
entitled GUIDED BULLET, issued to Rolin F. BARRETT, Jr. on August 4, 1998. U.S. Patent 
No. 5,788,178 (the 178 Patent) was abandoned on August 5, 2002 for failure to pay the fourth 
year maintenance fee. Because more than twenty-four months have passed since the expiration, 
this petition is being filed under 37 C.F.R. § 1.378(b). (A copy of this Petition and its 
attachments is also being filed, for the record, in U.S. Serial No. 09/436,387, the reissue case 
based on the 178 Patent.) 

Petitioner respectfully requests reinstatement of the 178 Patent for unavoidably delayed 
payment of the fourth year maintenance fee. This petition is grantable under 37 C.F.R. § 
1.378(b) and, pursuant to MPEP § 2590 includes: 

A) the maintenance fee under 37 C.F.R. § 1.20(e) ($440 in 2002, 

currently $450.00 for small entities); 

B) the Petition fee under 37 C.F.R. § 1.20(i)(l) (currently $700.00 



SIR: 



regardless of entity size); and 
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C) a showing of unavoidable delay. 

No other fee is due, however, the Commissioner is hereby authorized to charge deposit 
account 50-1275 for these and any other fees, including the surcharge fee under 37 C.F.R. § 
1.20(h), necessary to grant this Petition and reinstate the 178 Patent. 

Applicants respectfully assert that the delay in paying the maintenance fee was 
unavoidable. In support of this assertion, attached hereto are the Declarations of the 
inventor/patentee, Rolin F. Barrett, Jr.; John G. Mills HI and Edna Walsh of the Mills Law Firm; 
and Larry L, Coats of Coats & Bennett. 

This petition is being filed more than twenty-four months after the expiration of the 
surcharge period for payment of the fourth year maintenance fee. Accordingly, the unavoidable 
standard of 37 C.F.R. § 1.378(b) applies. MPEP § 2590 indicates that with respect to late 
payment of maintenance fees, the "unavoidable delay standard is considered under the same 
standard for reviving an abandoned application under 35 U.S.C. § 133." In In re KatrapatAG, 
the Commissioner explained the meaning of "unavoidable": 



[The word "unavoidable"] is applicable to ordinary human affairs, 
and requires no more or greater care than is generally used and 
observed by prudent and careful men in relation to their most 
important business. It permits them in the exercise of this care to 
rely upon the ordinary and trustworthy agencies of mail and 
telegraph, worthy and reliable employees, and such other means 
and instrumentalities as are usually employed in such important 
business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a 
failure, it may properly be said to be unavoidable, all other 
conditions of promptness in its rectification being present. 



(In reKatrapat, AG, 6 USPQ2d 1863 (ComrPats, 1988, citations omitted.) Thus, the Office's 
position is clear that such human error is properly deemed to be unavoidable. 

Here, the failure to timely pay the fourth year maintenance fee was due to human error on 
the part of the Mills firm, an otherwise worthy and reliable firm. 
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As evidenced by the declarations of Patentee and the Mills firm, the 178 Patent was filed 
and successfully prosecuted to issuance on August 4, 1998 by John G. Mills of the Mills Law 
firm. The issued patent was promptly reported to patentee, Mr. Rolin F. Barrett, Jr., on 
August 13, 1998. A month later, at the direction of patentee, the Mills firm sent a letter with a 
copy of the 178 Patent to Dr. Ronald M. Barrett, Assistant Professor of Aerospace Engineering at 
Auburn University, putting Dr. Ronald M. Barrett, and Auburn University, on notice of the 178 
Patent. Dr. Ronald M. Barrett acknowledged this letter in September. Thus, the name and 
address of Dr. Ronald M. Barrett were introduced into the file concerning the 178 Patent at the 
Mills firm. 

As can be seen in the Mills Declaration and attachments, Mr. Mills, the name partner of 
the firm, is a well-respected patent attorney, lecturer, adjunct professor and teacher. Thus, 
Patentee's reliance on Mr. Mills and his firm was prudent. 

Having the benefit of hindsight, we now see that the maintenance fee was first due 
August 6, 2001, and payable, with a surcharge until August 5, 2002, and that non-payment was 
the result of inadvertent error. As evidenced by the Mills and Walsh Declarations, and attached 
documents, maintenance fee reminder letters were addressed to Dr. Ronald M. Barrett rather than 
Mr. Rolin F. Barrett, Jr. 1 On March 12, 2002, the firm sent a reminder concerning the fourth 
year maintenance fee. Unfortunately, the letter was addressed to Ronald Barrett at Auburn 
University. As stated in the Mills and Walsh Declarations, Ronald Barrett did not return the 
letter, nor did he contact the Mills Firm concerning the letter. Having not received any response, 
the Mills firm sent a second reminder on July 16, 2002, by certified mail. Unfortunately, but 
consistent with the address of the prior letter, the reminder was sent again to Ronald Barrett. 
Once again, Ronald Barrett did not return the letter, nor did he contact the Mills firm concerning 
the letter. Finally, on October 14, 2002, the Mills firm wrote a letter indicating the abandonment 
of the 178 Patent. Not having any indication that the prior letters had been incorrectly addressed, 
the Mills firm again directed the letter to Ronald Barrett. Again, the letter was not returned by 

1 The common last names contributed to the confusion. In addition to a last name in common, another 
factor potentially adding to the confusion between Mr. Rolin F. Barrett, Jr. and Dr. Ronald M. Barrett is 
that Mr. Rolin F. Barrett's father is Dr. Rolin F. Barrett, with whom Mr. Rolin F. Barrett, Jr. works at the 
engineering firm of Barrett Engineering, and with whom the Mills firm apparently had some familiarity. 
Thus, there were two Dr. Barretts related, at least tangentially, to this case. 



3 



Sen No. 08/888,425 
Docket No. RBAR0001-100 



PETITION UNDER 
37 C.F.R. § 1.378(b) 



Ronald Barrett, nor did he contact the Mills Firm concerning the letter. The Mills Firm closed 
their file thinking the patent was abandoned and no further communication came from the Mills 
Firm, until the recent inquiries. 

Thus, it is clear from the attached Declarations that the Patentee, in the course of his 
ordinary human affairs, exercised the care that is generally used and observed by prudent and 
careful men in relation to their most important business in relying on the Mills firm for tracking 
and paying the maintenance fee. The Mills Firm in turn, relied upon the ordinary and 
trustworthy agencies of the mail and worthy and reliable employees, and such other means and 
instrumentalities as are usually employed in such important business, and that had been used in 
their normal practice. Even so, unexpectedly, through the unforeseen fault or imperfection of 
these agencies and instrumentalities, a failure occurred in that Dr. Ronald M. Barrett's name and 
address were used rather than Mr. Rolin F. Barrett, Jr. Under these circumstances, petitioner 
respectfully asserts that, such error is properly said to be unavoidable. As such, the conditions of 
37 C.F.R. § 1.378(b) have been met and this Petition should be granted, thereby reinstating the 
178 Patent. 

Although Petitioner firmly believes the discussion above, in light of the referenced 
Declarations, is sufficient for purposes of this petition, in an abundance of caution and in 
satisfaction of our duty of candor with the Office, Petitioner also provides some additional 
information which we do not believe should alter the outcome of the Petition, but nonetheless 
could be deemed relevant. 

Less than two years after the issuance of the 178 Patent, patentee, Rolin F. Barrett, Jr., 
hired Larry L. Coats, of the firm of Coats & Bennett (then Rhode, Coats & Bennett) to file a 
reissue application based on the 178 Patent. Patentee had no reason to question the competency 
of Mr. Coats or his firm and believed they could be helpful in securing broader patent protection. 
Since then, the reissue application has been examined, and even sent to the Board and back 
again, before allowance was indicated (only by telephone) this January, 2005. At no time, prior 
to late January or early February 2005, during that nearly five year examination period did the 
Office, in the reissue application, indicate that the parent 178 Patent had expired. As set forth in 
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his Declaration, Rolin Barrett, as reissue applicant and 178 Patentee, was previously unaware of 
the expiration of the 178 Patent. 

Patentee has spent more than ten thousand dollars in costs and attorney's fees to prepare 
and prosecute the reissue application. The fourth year maintenance fee is almost negligible by 
comparison. Obviously, had the letters from the Mills Firm reached Patentee, he would have 
authorized payment of the maintenance fee, as evidenced by the continued prosecution and 
perseverance in pursuing the reissue application through the lengthy and costly reissue process 
which was further complicated by an appeal to the Board and subsequent remand. 

As pointed out in their Declaration, the Coats Firm did not docket or track anything 
having to do with the parent issued patent. According to the Coats Declaration, the Coats firm 
was concerned only with the filing and prosecution of the reissue case, which was treated as a 
separate application with a new PTO serial number, distinct from the parent 178 Patent, and new 
attorney docket number. As stated in the Coats Declaration, it was their belief that there was no 
need for the Coats Firm to be involved in anything other than the reissue application. This 
position is supported by the fact that the Mills Firm did, in fact, assume responsibility for 
tracking the maintenance fee, as evidenced by their letters seeking instructions regarding 
payment of the maintenance fee. Furthermore, as mentioned above, and in the Coats 
Declaration, it was not until after an indication of allowance in late January or early February of 
this year that the Coats firm was informed of the abandonment of the 178 Patent. Upon learning 
of the abandonment, the Coats firm informed Patentee and began investigating the circumstances 
of the abandonment. 

Shortly thereafter, Patentee engaged current counsel to independently evaluate the facts 
and to prepare and file this petition. Current counsel has diligently secured the files from the 
prior firm and investigated the facts surrounding non-payment of the maintenance fee in 
preparation of this Petition and the associated Declarations. 

Petitioner respectfully submits that all requirements of 37 C.F.R. § 1.378(b) have been 
met and that there is clear evidence that the failure to pay the fourth-year maintenance fee was 
unavoidable. Accordingly, acceptance of late payment of the fourth-year maintenance fee and 
reinstatement of the 178 Patent is respectfully requested. 
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The Commissioner is respectfully requested to contact the attorney below if he believes it 
will facilitate the granting of this petition. 



Respectfully submitted, 



COZEN O'CONNOR, P.C. 




Date: July 8. 2005 by: Michael A. Patane 

Reg. No. 42,982 

1900 Market Street, 5 th Floor 
Philadelphia, PA 19103-3508 
215-665-6966 - Telephone 
215-701-2080 -Facsimile 
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Filed: 
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Patentee: 
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Docket No.: 



RBAR0001-100 



For: 



GUIDED BULLET 



MAIL STOP PETITION 
Commissioner for Patents 
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Alexandria, VA 22313-1450 



Declaration of Rolin F. Barrett, Jr. 



I, Rolin F. Barrett, Jr., hereby declare that: 

L I currently reside at 5132 Killamey Hope Dr., Raleigh, NC 27613. 

2. I am the sole inventor, owner, and Patentee of U.S. Patent No. 5,788,178, entitled 
GUIDED BULLET issued in my name on August 4, 1998 (the 178 Patent). 

3. I have read the accompanying Petition and Declarations of John G. Mills HI, Edna Walsh 
and Larry L. Coats, and have learned that timely maintenance fee reminders were 
inadvertently sent to Dr. Ronald M. Barrett at Auburn University rather than to me, 
resulting in the unintentional and unavoidable abandonment of my 178 Patent. 

4. At the time the 178 Patent issued, my residence address was 4001 George V. Strong 
Wynd, Raleigh, NC, as stated on the face page of the patent. However, in November 
2000, 1 moved to my current address listed above. (The prior address was and remains 
my parents' home, so any mail directed to that address would have been forwarded to 
me.) 

5. The 178 Patent issued from a continuation-in-part application (888,425) based on a non- 
provisional application (660,700) based on the provisional application (60/002,608), each 
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of which was prepared and prosecuted by Mr. John G. Mills of the Mills Law Firm of 
Wake Forest, North Carolina. 

6. In 1 998 shortly after the issuance of the 1 78 Patent, the Mills Law Firm, on my 
instruction, sent a letter with a copy of the issued 178 Patent to Dr. Ronald M. Barrett at 
Auburn University, to put Dr. Ronald M. Barrett on notice of the 178 Patent. 

7. Dr. Ronald M. Barrett responded to the letter with nearly a full page reply. 

8. Unbeknownst to the Mills Law Firm, I hired the firm of Rhodes, Coats & Bennett (now 
Coats & Bennett) to file a reissue application (09/436,387) based on the 178 Patent, 
which they filed on November 4, 1 999. 

9. The prosecution of the reissue application has been long, over five years, and involved an 
Appeal to the Board which ultimately resulted in a remand to the Examiner indicating the 
case should be handled immediately. Considerable time, money, and effort has been put 
into securing the allowance of the reissue application. 

10. In late January or early February 2005, 1 learned for the first time, that the 178 Patent had 
expired for failure to pay the 4 th year maintenance fee, when, just days after learning the 
reissue application was allowable, the Patent Office contacted Coats & Bennett to inform 
them of the expiration of the parent, 1 78 Patent. 

1 1 . At no time prior to late January or early February 2005 did I receive any indication from 
the Patent Office, the Mills Law Firm, or Coats & Bennett that my 178 Patent had 
expired. 

12. Since then, I have worked diligently with Coats & Bennett and the Mills Law Firm to 
determine the facts surrounding the failure to pay the 4 th year maintenance fee. 

13. 1 have now hired current counsel, Michael A. Patane of Cozen O'Connor to 
independently evaluate the situation and prepare the required documents for the 
accompanying petition. We have again worked diligently to uncover all the facts and to 
prepare the accompanying Petition and Declarations. 
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14. 1 declare further that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further, that the 
statements are made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code. 
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Declaration of Edna Walsh 



I, Edna Walsh, hereby declare that: 

1 . I am a citizen of the United States residing at /II 



2. I have been employed by the Mills Law Firm since 1 996. As such, I am familiar with 
office procedures, the computerized docketing system, and in particular the maintenance 
fee reminder system. 

3. Our firm has, since about September 2001, maintained a maintenance fee reminder 
system which is separate from our computerized docketing system that manages our 
patent and trademark prosecution docket. The system has been updated over time, but 
essentially includes a manual tickler system in binders with all patents filed by their 
respective due dates for each maintenance fee. An Excel spreadsheet is maintained to 
monitor the due dates and reminder stages at a glance. The prosecution file is sent to 
storage shortly after issue and is not accessed for maintenance fee reminders. The binder 
system provides the necessary information for preparing and mailing maintenance fee 
reminders. 

4. Prior to September 200 1 , patents were maintained by the year of issue, with 
responsibility for pulling the patents and contacting clients being placed in several 
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employees hands (of whom, only I remain at the fan). The usual practice involved 
contactmg clients at the opening of the payment window, at the beginning of the 
surcharge window, approaching the close of the surcharge period, and finally upon 
abandonment of the case, if necessary. 

5. During the period when our client RoUn F. Barrett, Jr., would first have been remind 
(Jufy/Augus. 2001) there was a transition between the original system which involved 
several part-time employees and the new system which provided for the centralized 

reminder system. 

1. Apparently during the transition, our client was no, notified regarding the opening of the 
payment window. However, upon receiving the Patent Office reminder, I prepared the 
surcharge reminder letter and sen, i, on March 12, 2002 using the .as, correspondent 
sent for the address information. See Exhibit 1 . 1 

2. At me time, I did not recognize or appreciate the fact that there were two Barrett's in the 
case and directed the mail to Dr. Ronald M. Barrett ("Ronald Barrett") at Auburn 
Un.vers.ty, which was the las, correspondence address used. Beoause of me great 
snmlarities in the names - Ronald Barrett and Ro.in Barrett - me error wen, undetected 
Subsequent reminders were based on me firs, and perpetuated the error. 

3. We did no, receive a response from Ronald Barrett to our March 12, 2002 maintenance 
feeremmder. He did no, call our firm, nor did he write our firm or return the March 12 
20021etter. For whatever reason, Ronald Barrett chose not to let us know mat we had ' 
sent the 4 year maintenance fee reminder to the wrong person. 

4. Routinely, we follow up with our clients when we do not receive response from the firs, 
mamtenanc* fee reminder. We did so in mis case. On July !6, 2002, as the dose of the 



' The copy of the letter in Exhibit 1 is an unsigned copy We are a small fi™ m * 
suffer from unreliable coDiers and n.«™t t„ „„• , ' • . ™ m and ' on occasion, 

paper or occasionally „ ™tte*XZ^ ^ Ble M P ies on 

declaration, like our file cZatostomli^^ «»p,er .s not operating properly. This 
copier functionality. UnVortlTlv M . ™8ned cop.es of letters, depending on 

y. unrorrunately, this was a necessary and normal procedure at the time. 
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payment window approached, we sent, by certified mail, a second notice concerning the 
4 th year maintenance fee. See Exhibit 5. 

5. Because the second reminder is based on the first reminder, we again sent the second 
reminder to Ronald Barrett. 

6. As noted above, we sent the second reminder via certified mail. Attached as Exhibit 6 is 
a copy of the signed receipt for the July 16, 2002 certified letter. Ronald Barrett never 
contacted the firm to tell us that he received the maintenance fee reminder. Like before, 
he did not respond in any way. 

7. Finally, we received a notice from the Patent Office indicating that the 1 78 Patent had 
expired. As we routinely do, we prepared a third notice, indicating that the 178 Patent 
had expired for failure to pay the maintenance fees. Again, we sent the notice concerning 
the expiration of the 178 Patent to Ronald Barrett. See Exhibit 7. 

8. Like the two prior times, Ronald Barrett did not call or write us to tell us that he had 
received the letter in error. Throughout this entire process, we received no 
communications from Ronald Barrett. 

9. Having not received any instructions to pay the maintenance fee or any indication that 
our letters had not reached our client, we closed our file and had not heard anything more 
about it until recently. 

10. 1 declare further that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further, that the 
statements are made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code. 





Edna Walsh 



o 



March 12, 2002 

Dr. Ronald M. Barrett, Ass*t Prof. Aerospace Eng. 
Auburn University, Department of Aerospace Eng. 
21 1 Aerospace Engineering Building 
Auburn University, Alabama 36849-5336 

Re: fourth Year Maintenance Fee 
U.S. Patent No. 5,788,178 
For GUIDED BULLET 

Dear Or. Banett: 

. I J* f 1™* Maintenance Fee ; as reflected on the enclosed Memorandum Statement is now due 
and payable for your above indicated patent to allow the same to remain in force ibr foTZl yetrt 

the P<,^!5 Sam""^ *° * U ' 8, Patent md Tfademfltk 0ffice on or before August 4. 2002 or 
As always, should there be questions, please feel free to give ua a oajj. 
With kindest regards, I remain* 

Sincerely, 

MILLS LAW FIRM PLLC 



John O. Mills 



JOM:erw 
c-3 360-2 
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cary office 
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Mills Law Firm, pllc 

PATENT LAWYERS 
. 322 SWHTTE STREET, SWE 100 

postofrcesox toed 

j WAKE FOREST. NC 1088 
> m ?I*4S4-42Q0 

FAXP1NA4-4243 



235 COMMERCE STREET 
GREENV4.1E, NC 27858 
t£i 252-413-0475 
PAX^241M445 
pjoc*>fjsnOmifl5potenflow£cm 



July 16, 2002 



Dr, Ronald M. Barrett, Aes't Pro£ Aerospace Eng. 
Auburn University, Department of Aerospace Bug. 
211 Aerospace Engineering Building 
Auburn University, Alabama 3684^5,338 

Re: Fourth Year Maintenance F 
U.S. Patent No. 5,788,178 
For GUIDED BULLET 



CERTIFIED MAIL 



Dear Dr. Banett: j 

The 4* year Maintenance Fee as reflected on the enclosed Memorandum Statin* 

UB&tZS&j^*™ and Trader Office on or before Au gust 4, 

As always, should there be questions, please feel flee to give us a call. 
With kindest regards, I remain 

Sincerely, 

MILLS LAW FIRM PLLC 



John G. Mills 



JOM.erw 
O3360-2 
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Best Available Copy 
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POST OFTIOE BOX 5886 
CAKY.NC275I2 
ia91?-38O?600 
PAXVi?-33W52» 



Mills Law Firm, pllc 

PATENT LAWYERS 

623 S WWTE STREET, WITf 100 

POST OFFICE BOX 
WAKE FORBT, NC 27568*10$$ 
T& 9 1 9-4544200 

jnri«u^mll^>otBnttaw.coin 



EASTERN ftfHCF 
335COMMWC€STRffir 
OREENVlUf:, NC 27368 
ra 252-4 13^W73 
FAX 2524 1*0445 
fj«Jcr»?en©rTrtfepotentksw;cam 



October 14, 2002 



Dr. Ronald M, Batrctt, Ass't Prof Aerospace Bug* 
Auburn University, Department of Aerospace Eng. 
21 1 Aerospace Engineering Buildifag 
Auburn University, Alabama 3684)^5338 

Re: NOTICE OF PATENT EX > JRATI0N 
For GUIDED BULLET 
Patent No: 5,788,178 

Dear Dr. Barrett: 

We are in receipt of a Notice of Patent Expiration, a copy of which is enclosed for your 
records. 

Should there be questions ixjocenung this matter or if you would like to tcfile the case, 
please fee) free to give me a call relative thereto. 

With kindest regards, J remain 



Sincerely, 

MILLS LAW FIRM PLLC 



JOM:erw 
Enclosure 
0-3360*2 



John G. Mills 



PATENTS ■ TRADEMARKS •COPYRIGHTS »TECHNOlOSr P**N5FER3»i^GAT-0>* 
REGISTERED PATENT ATTORNEYS- UNITED STATES AND tN7HF>'.-""3 s *P?.AC~C5 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re US Pat. No.: 5,788,178 Serial No.: 08/888,425 

Issued: August 4, 1998 Filed: July 7, 1997 

Patentee: Rolin F. Barrett, Jr. Docket No.: RBAROOOl-100 

For: GUIDED BULLET 

MAIL STOP PETITION 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Declaration of John G. Mills, III 

I, John G. Mills, IJJ, hereby declare that: 

1 . I am a (now retired) principal in Mills Law Firm, PLLC located in Wake Forest, North 
Carolina 27588-0587. Our firm's practice is, and always has been, limited to intellectual 
property matters. 

2. I practiced patent law for over forty years and taught intellectual property courses at 
North Carolina State University's School of Engineering for 32 years, as well as at 
Campbell University's Norman J. Wiggins School of Law. I have also frequently 
lectured before university, civic, scientific, and professional groups. 

3. Our firm prepared and filed a number of patent applications for Mr. Rolin F. Barrett, Jr. 
for an invention entitled "Guided Bullet." This included a provisional application, 
application no. 60/002,608 filed June 8, 1 995, and two non-provisional applications, 
serial no. 08/660,700 filed June 5, 1996 and serial no. 08/888,425 filed July 7, 1997. 
Application serial no. 08/888,425 issued into U.S. Patent No. 5,788,178 (the 178 Patent) 
on August 4, 1998. 

4. Prior to issuance of the 1 78 Patent, our client, Mr. Rolin F. Barrett, Jr., had known Dr. 
Ronald M. Barrett ("Ronald Barrett") as Associate professor of Aerospace Engineering at 
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Auburn University. Our client became concerned when he learned that Ronald Barrett 
was conducting research in the area of guided bullets and wanted to put Ronald Barrett 
on notice of the 178 Patent. Our client asked me to write Ronald Barrett to place him on 
notice of the 178 Patent. On September 14, 1998, 1 wrote a certified letter to Ronald 
Barrett at Auburn University and enclosed a copy of the 178 Patent. A copy of this 
September 14, 1 998 letter is attached as Exhibit 1 . 

5. Ronald Barrett received my letter and replied on September 22, 1998. A copy of the 
September 22, 1998 letter from Ronald Barrett is attached as Exhibit 2. 

6. Our firm has, since about September 2001, maintained a maintenance fee reminder 
system which is separate from our computerized docketing system that manages our 
patent and trademark prosecution docket. The system has been updated over time, but 
essentially includes a manual tickler system in binders with all patents filed by their 
respective due dates for each maintenance fee. An Excel spreadsheet is maintained to 
monitor the due dates and reminder stages at a glance. The prosecution file is sent to 
storage shortly after issue and is not accessed for maintenance fee reminders. The binder 
system provides the necessary information for issuing maintenance fee reminders. 

7. Prior to September 2001, patents were maintained by the year of issue, with 
responsibility for pulling the patents and contacting clients being placed in several 
employees hands (of whom, only Mrs. Walsh remains). The usual practice involved 
contacting clients at the opening of the payment window, at the beginning of the 
surcharge window, approaching the close of the surcharge period, and finally upon 
abandonment of the case, if necessary. 

8. During the period when our client would first have been reminded (July/August 2001) 
there was a transition between the original system which involved several part-time 
employees and the new system which provided for the centralized reminder system. 

9. Apparently during the transition, our client was not notified regarding the opening of the 
payment window. However, upon receiving the USPTO reminder, Mrs. Walsh prepared 
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the surcharge reminder letter using the last correspondence sent. See Exhibit 3. 1 She 
failed to appreciate that there were two Barrett's in the case and directed the mail to 
Ronald Barrett at Auburn University since that was the last correspondence in the file. 
Because of the great similarities in the names - Ronald Barrett and Rolin Barrett - the 
error went undetected. Subsequent reminders were based on the first and perpetuated the 
error. 

10. Mrs. Walsh was, and continues to be 2 , a trusted member of our staff, having been 
employed by the firm since 1 996. In fact, Mrs. Walsh was key in recognizing the 
advantages of a central reminder system and in its implementation. 

1 1. We did not receive a response from Ronald Barrett to our March 12, 2002 maintenance 
fee reminder. He did not call our firm, nor did he write our firm or return the March 12, 
2002 letter. For whatever reason, Ronald Barrett chose not to let us know that we had 
sent the 4 th year maintenance fee reminder to the wrong person. 

12. Routinely, we follow up with our clients when we do not receive response from the first 
maintenance fee reminder. We did so in this case. On July 16, 2002, we sent, by 
certified mail, a second notice concerning the 4 th year maintenance fee. See Exhibit 4. 

13. Because the second reminder is based on the first reminder, we again sent the second 
reminder to Ronald Barrett. 

14. As noted above, we sent the second reminder via certified mail. Attached as Exhibit 5 is 
a copy of the signed receipt for the July 16, 2002 certified letter. Ronald Barrett never 
contacted me or my firm to tell us that he received the maintenance fee reminder. Like 
before, he did not respond in any way. 



1 The copy of the letter in Exhibit 3 is an unsigned copy. We are a small firm and, on occasion, 
suffer from unreliable copiers and resort to printing additional unsigned file copies on regular 
paper or occasionally on firm letterhead when our copier is not operating properly. This 
declaration, like our file, contains both signed and unsigned copies of letters, depending on 
copier functionality. Unfortunately, this was a necessary and normal procedure at the time. 

In fact, Mrs. Walsh is the only current employee of the firm who was employed by the firm at 
the time of the events in question. 
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15. Finally, we received a notice from the Patent Office indicating that the 178 Patent had 
expired. As we routinely do, we prepared a third notice, indicating that the 178 Patent 
had expired for failure to pay the maintenance fees. Again, we sent the notice concerning 
the expiration of the 178 Patent to Ronald Barrett. See Exhibit 6. 

16. Like the two prior times, Ronald Barrett did not call or write us to tell us that he had 
received the letter in error. Throughout this entire process, we received no 
communications from Ronald Barrett. 

17. Having not received any instructions to pay the maintenance fee or any indication that 
our letters had not reached our client, we closed our file and had not heard anything more 
about it until recently. 

18. 1 declare further that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further, that the 
statements are made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code. 



Xlcv^27 , 2005 
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DfliLLS Law Firm PLLC 

Patent Lawyers 



TMAHtMftnra 

WaU Raton; NC 27388-05*7 
FAX 919-554-4243 



September 14, 1998 



I8UD NtHrrtl UlfiEHB STRKfT 

Omonviub, HC 2?a.vi 
THL 252^13-0475 
FakJ153-355-7»23 
e*mcili cqmtwitegreMvf Jfc»a<cQ<n 



Dr* Ronald M. Barrett, Assistant ProiLwr of Aeroepace Engineering 
Auburn University, Department of A&ospace Engineering 
2] 1 Aerospace Engineering Building j 
Auburn University, Alabama 36849-5(338 



Re: 



Notifl cation of Issuance ofpafcnt 
Title: GUIDED BULLET { 
United Statea Patent No, 5,78$, )78 



Dear Dr. Barrett: 



CERTIFIED MAIL 
RETURN RECEIPT REQUESTED 



^? "P"?"** ^ { } n F * in intellectual property matters. We have recently obtained the 

S*^? 1 ™ for Mr. Barrett, a copy of the aamc being enclosed <br your review. It b our 
umleratandiog that you have been conducting research in thf* area and we wanted to put you on notice 
concerning our client** rights, 7 1 



Yours veiy truly, 

MILLS LAW FIRM PLLC 




'Mil 

lemberof thePinu 




JOM:ecw 
c-3360a 



cc: Mr. William B. Muse, President 
Auburn University 
107 Ssmfbrd Hall 
Auburn University, Alabama 368)49-5 1 13 



HfiOtmHEO AfttBNT AxTDftNBYS • UfOIED STATCS A*0 tVTSLKOlOKU. Pfc/CTtCB 



EXHIBIT 1 



Auburn University 

Aubyrn Unfvefsfty, Alabama 36849-5336 

College of Engineering 



Department of Acnoepoca Enctnewha 

ZJlAoropaoBEnalnoerthoBuMHo Ttfephon* (334)844^1874 

FAX. (334) 644-6603 

JbhaQ. Mills 

853*fl Business Pfcrfc 
Post OfRce Box 587 
Wake Forest, NC 27588-0587 

Re: pmom 5,788,178 
OearMr.Mflto, 

p. » ^di for seadini! it* a onnv nf * ... . . 

' io many 
' Barrett, also 

son" often h 
thorough lita 
from the late , % 

grided ,ou„d s ^ 

pweMattom. TVe filed omffi.SSSS 1 «.««*«» proowdiniw and n2^ 8 

Stacerdy, 

Ron Barrett 

^ 844-6825 (office) -6832 (lab) -esWmAX? 

RMB;pdq ' 
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12, 2002 



21 1 Aerospace Engineering Building g ' 
Auburn University, Alabama 36S49.5336 

R*>: Pourth Year Maintenance Fee 
u & Patent No. 5,788,178 
For GUIDED BULLET 

Dear Dr. Batzeh: 

andpa^,^^^ Statement is mw due 

T . , ^"WMmetonsoMunui&roe for four more years. 

With kindest regards, I remato 



Sincerely, 

MILLS LAW FIRM PLLC 



John G. Mill* 

JOMrorw 
c-3360-2 
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Mills Law Firm, pllc 

PATENT LAWYERS 



CAgYOFBCg 



. M2 S WHITE STTOT, SCOT 100 

post owes eox *<*» 

i WAKE FOREST. NC #583-1088 
FAX 91^534-4243 



335 COMMERCE STREET 
G»EENV«.tE.WC2WB 



CA*Y,NC 

FAX ?I?-380-?S21 



!Ei 252-4130475 
FAX252-41V0445 



July 16, 2002 



Dr. Ronald M. Bairett, Ass't Pro£ Aerospace Big, 
Auburn University, Department of&erospace Bug. 
21] Aerospace Engineering Building 
Auburn University, Alabama 3684$f-5,338 

„ vv W1 ! CERTIFIED MAIL 

Re: Fourth Year Maintenance Pee 

U,S. Patent No, 5 # 788 f 178 I 

For GUIDED BULLET 

Dear Dr, Beirut: j 

The 4* year Maintenance Fee as reflected on the enclosed Memorandum Statement is 
now due and payable for your above indicated patent to allow the same to remain in force for 
four mare years. 

The fee must be mailed to the US. Patent and Trademark Office on or before August 4, 
2002 or the Patent wilt EXPIRE* A 

As always, should there be questions, please feel free to give ua a call. 
With kindest regards, I remain 



Sincerely, 



MILLS LAW FIRM PLLC 



John O.Mills 



JGM:erw 



patents *tr ademar ks ♦ co pyrkshts •technology tra mis^e^s* it* gatjon 
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SEfsDER: GCMPtnie T/f«? inarms 




rttftn 4 f FtetMoted u*mi*y to dUM 
to theft we wbb nrturo W» c*d to >oul 
or on ma font If «pac» partfe. 
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Cfa#srmHm QEftptnMftl 
Ottmndlvki CTCOu 


4, ffedrietrtMMrytfBrtniAq} D^tt 



UntTEO STTATE6 Porcr*L SERVICE 



II 



FrihrflNo.O-10 



* Senior Pleas* print your^m**- address, and 2JP+4 in this box ' 

;..l.lt..,M,l,| M |,|„|,||„ l |: 
MILLS LAW FIRM SLLC 
P.O. BOX 1088 
Wake Forest, NC 275$? ' 



I..UI ll .l,M.L.IiUL..ini...Lftl..l.li.l'LU. (1 ll 
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CART Ofntt 
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Mills Law Firm, pllc 

PATENT LAWYERS 

ms WHTT5 STREET. SUIT* 100 

POST OfTICC BOX 1008 
WAKE FOft&t NC 2756* KS& 
TQ 9 1 9-554-4200 
FAX 919*554-4243 
JmflJ^mlfcpotBnttaw.com 



EASiftt^omrF 
235COMM0*C£ SIR EH 
OREENVIUZ, NC 27858 
ra252-4!3<W75 
FAX 252*4 ! 
P5oc»^Jen©m6bpo1en«ow.ccm 



October 14, 2002 



Dr. Ronald M. Barrett, Ass't Prof Aerospace Eng. 
Auburn University, Department of Aerospace Eng, 
2 1 J Aerospace Engineering Buildifag 
Auburn University, Alabama 3684 >-5338 

Re: NOTICE OF PATENT BX > IRATI0N 
For. OUIDED BULLET] 
Patent No: 5,788,178 

Dear Dr. Barrett: 

We are to receipt of a Notice of Patent Expiration, a copy of which is enclosed for your 
records. 

Should there be questions Uncenung this matter or if you would like to refile the case, 
please feel free to give me a call relative thereto. 

With kindest regards,! remain 



Sincerely, 

MILLS LAW FIRM PLLC 



JOM:erw 
Enclosure 
i>3360~2 



John G. Mills 



PATENTS»TRADEMARK5»CO/ 1 'fR10HTS»TEChNOlOGV 7Te/a*<5rER3»l-~T.3ATON 
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Set. No. 08/888,425 PETITION UNDER 

Docket No. RBAR0001-100 37 C.F.R. § 1.378(b) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re US Pat No.: 5,788,178 Serial No.: 08/888,425 

Issued: August 4, 1998 Filed: July 7, 1997 

Patentee: Rolin F. Barrett, Jr. Docket No.: RBAR0001-100 

For: GUIDED BULLET 

MAIL STOP PETITION 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Declaration of Larry L. Coats 

I, Larry L. Coats, hereby declare that: 

1 . I am a principal in the law firm, Coats & Bennett, PLLC located in Cary, North Carolina 
27502. I have been practicing patent law since 1970. 

2. In November of 1 998 I was hired, while a principal at the prior firm Rhodes, Coats & 
Bennett, by Mr. Rolin F. Barrett, Jr. to prepare, file, and prosecute a reissue application 
seeking broader protection based on U.S. Patent No. 5,788,178 issued to Mr. Rolin F. 
Barrett, Jr. on August 4, 1998 (the 178 Patent). 

3. In preparation of the reissue application, we obtained a copy of the file history of the 178 
Patent from the PTO records. 

4. We opened a file for the reissue application and assigned an internal docket number to 
the matter. 

5. Our firm was hired to prosecute the reissue application. The patent application that led to 
the ' 178 patent was prepared and prosecuted by The Mills Law Firm of Wake Forest, 
North Carolina. Our firm was never requested to obtain the '178 patent file from The 
Mills Law Firm, and to the best of my knowledge, The Mills Law Firm was never 
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requested to transfer the file to our firm or to withdraw as counsel of record in the United 
States Patent and Trademark Office with respect to '178 patent. 

6. Our firm did not handle the maintenance fees for the '178 patent. That was done by The 
Mills Law Firm. The Mills Law Firm sent maintenance fee reminders intended for Mr. 
Barrett, but which were inadvertently sent to another individual who The Mills Law Firm 
had contacted with respect to the * 178 patent and who by chance had the confusingly 
similar name of Ronald Barrett. 

7. The reissue application was filed on November 4, 1999, and given serial no. 09/436,387. 

8. My firm and I prosecuted the application, ultimately filing a Notice of Appeal and 
subsequent Appeal Brief before the Board of Patent Appeals and Interferences. There, the 
Board remanded the case back to the Examiner in July 2003, indicating that the case was 
special - requiring expedited handling. 

9. After the remand by the Board, the case was sent to the Office of Legal Affairs in the 
patent Office. Over the next year and one-half we repeatedly called the Board and the 
Office of Legal Affairs because we could not understand the long delay, especially in 
light of the Board's stating that the case was special and required expedited handling. 
Individuals at the Board stated that the Board no longer had jurisdiction over the case. 
The Office of Legal Affairs acknowledged that it had the file and that the case was under 



10. As of January 1 1, 2005, we had not received any action from the Office and Mr. Edward 
H. Green III of my office wrote Commissioner Godici for help in identifying and 
resolving the delay, since it had been nearly a year and a half since the Board remanded 
the case. (See Exhibit 1). 

1 1 . About the latter part of January 2005, the Examiner in charge, Examiner Bernarr 
Gregory, called me and indicated that the case was going to be allowed. Then a few days 
later, Mr. Gregory called me back again and indicated that he had determined that the 

* 1 78 patent had expired for failure to pay the 4 th year maintenance fee. 



review. 
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12. On about February 10, 2005 we received a paper from the Patent Office indicating that 
the * 178 patent had expired due to the failure to pay the 4 th year maintenance fee. 

13. Examiner Gregory's telephone call was the first time I or anyone at my firm became 
aware that the maintenance fee for the 178 Patent had not been paid and that the 178 
Patent had expired. We immediately reported this to Mr. Rolin F. Barrett, Jr. and began 
investigating the circumstances surrounding the failure to pay the 4 th year maintenance 



14. Since then, we have contacted the Mills Law Firm to develop the facts and, upon Mr. 
Barrett's request, have forwarded the information and case to Mr. Rolin F. Barrett, Jr.'s 
new counsel. 

15. 1 declare further that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further, that the 
statements are made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code. 



fee. 
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United States Patent and Trademark Office 



Commissioner for Patents 
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RECEIVED 
FEB 1 0 2003 



Mr. Edward H. Green, HI 
1400 Crescent Green 
Suite 300 
Cary,NC 27511 

Dear Mr. Green: 

Thank you for your letter to Commissioner Godici regarding delay in processing of 
Reissue patent application 09/436,387. Your inquiry has been forwarded to me at the 
United States Patent and Trademark Office (USPTO) for response since it deals with 
matters associated with the patent process. 

The USPTO regrets any delay you have experienced in the prosecution of this 
application. It is not easy to determine the precise reason for the delay in this case since 
our computer tracking system does not give any further indication of the nature of delay. 
Reissue applications are in special status and are to be acted on immediately ahead of 
other applications. 

Bernarr Gregory, the examiner assigned to this application, recently contacted Mr Larry 
Coats at your firm to notify him that parent US Patent 5,788,178, expired for failure to 
pay the required maintenance fee. Prosecution on the reissue has been delayed pending 
resolution of the status of the patent. Mr. Coats communicated to Mr. Gregory that he 
was going to take active measures to rectify the situation. 

In the future, it Would be beneficial to you to send an inquiry to the examiner in the event 
you experience a delay in the prosecution of a reissue application, this will give the 
examiner a chance to investigate any potential problem with the prosecution of the case at 
the earliest possible opportunity. 

I hope this information has been useful. If you require further assistance specific to this 
letter, please contact our office at (57 1) 272-8800. 



Sincerely, 




EXHIBIT 1 



Executive Assistant 

Office of the Commissioner for Patents 



